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DETAILED ACTION 

1 . All outstanding rejections except for those described below are overcome by applicants' 
amendment filed 1/10/06. 

In light of the new 35 USC 112, second paragraph rejection set forth in paragraph 4(a) 
below, the following action is non-final. 

Claim Objections 

2. Claim 13 is objected to because of the following informalities: the claim refers to claim 1 
twice and is thus redundant. Given that line 1 of claim 13 already recites the dependency on 
claim 1 , it is clear that In, X, p and q would also be as defined in claim 1 . 

It is advised that in line 2, the phrase "In, X, p and q are as defined in claim 1," is deleted. 

Claim Rejections - 35 USC S 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 14, 17 and 19 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 14 recites "process for preparing a pigment dispersion comprising a dispersed 
phase consisting of a block copolymer of the formula I wherein In, A, B, X, x, y, p and q are 
as defined in claim 1". The scope of the claim is confusing given that claim 1 is drawn to process 
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for making composition not block copolymer. It is suggested that the details regarding the block 
copolymer are explicitly recited in claim 14, i.e. such that in the above recited phrase "I wherein 
In, A, B, X, X, y, p and q are as defined in claun 1" is replaced with the disclosure of lines 3-15 
of claim 1 . If applicants make this change suggested by the examiner, it is also suggested that in 
line 8, the phrase "wherein In, A, B, X, x, y, p and q are as defined in claim 1" is deleted. 

Claim Rejections - 35 USC S 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. Claims 1, 4-7, and 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Percec (U.S. 5,886,118). 

The rejection is adequately set forth in paragraph 6 of the office action mailed 9/7/05 and 
is incorporated here by reference. 

It is further noted that Percec discloses a process for preparing the composition 
comprising adding pigment and other additives such as dye and stabilizers to the block 
copolymer (col.6, lines 27-35). 

7. Claims 1, 4-7, 9-14, 17, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pearlstine et al. (U.S. 6,087,416) or Kappele et al. (U.S. 6,063,834) either of which in view 
of Matyjaszewski et al. '937 (U.S. 5,807,937) 
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The rejection is adequately set forth in paragraph 9 of the office action mailed 9/7/05 and 
is incorporated here by reference. 

It is further noted that Pearlstine et al. and Kappele et al. each disclose process for 
preparing composition comprising adding block copolymer dispersant to pigment particles to 
form pigment dispersion and then adding pigment dispersion to additional ink ingredients 
(Pearlstine et al. - col.9, lines 47-65 and Kappele et al. - coL9, lines 1-36). 

8. Claims 1, 4-14, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Spinelli (U.S. 5,772,741) in view of Matyjaszewski et al. '937^060 (U.S. 6,512,060). 

The rejection is adequately set forth in paragraph 1 1 of the office action mailed 9/7/05 
and is incorporated here by reference. 

It is further noted that Spinelli discloses process for preparing composition comprising 
adding block copolymer dispersant to pigment particles to form pigment dispersion and then 
adding pigment dispersion to additional ink ingredients (col.5, lines 18-24). 

9. Claims 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Spinelli in 
view of Matyjaszewski et al. '937*060 as applied to claims 1, 4-14, and 17 above, and further in 
view of Zhu (U.S. 5,889,083). 

The rejection is adequately set forth in paragraph 12 of the office action mailed 9/7/05 
and is incorporated here by reference. 
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Response to Arguments 

10. Applicants' arguments filed 1/10/06 have been fully considered but they are not 
piersuasive. 

Specifically, applicants argue that Percec only mentions pigment in passing. 

However, although Percec only mentions pigment along with other additives, the fact 
remains that Percec does explicitly disclose pigment as required in the present claims. 

Applicants also argue that there is no disclosure in Percec of dispersions or pigment 
composition. 

It is agreed that there is no disclosure of process of preparing pigment dispersion which is 
why Percec is no longer utilized against present claim 14. However, with respect to claim 1, 
against which Percec is applied, it is noted that there is no requirement in this claim of pigment 
dispersion or pigment composition. Rather, claim 1 is drawn to process of preparing a 
composition comprising block copolymer and pigment which comprises copolymerizing by atom 
transfer radical polymerization (ATRP) and then adding pigment. Given that Percec also 
discloses adding pigment to block copolymer obtained by ATRP, i.e. living polymerization, it is 
the examiner's position that Percec does meet the requirements of the present claims. 

Applicants also argue that there is no disclosure in Percec of dispersants of different 
polarities. 

However, it is noted that Percec discloses block copolymer prepared from acrylonitrile 
and (meth)acrylic acid. Thus, the two blocks obtained from these monomers will clearly possess 
different amounts of functional groups given that one monomers contains little if any functional 
groups, i.e. acrylonitrile, while the other monomers necessarily possess certain amount of 
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functional monomers, i.e. meth(acrylic) acid. Although there is no explicit disclosure of the 
amount of functional monomers in each block, given that the functional groups disclosed by 
Percec, i.e. carboxyl groups, would effect the properties of the polymer such as water-solubility, 
it therefore would have been obvious to one of ordinary skill in the art to choose amounts of 
functional monomers present, including those presently claimed, in order to control the 
properties of the polymer, and thereby arrive at the claimed invention. 

Further, it is noted that col.l, line 66-col.2, line 6 of Percec discloses block copolymer 
obtained from acrylonitrile and comonomer, i.e. (meth)acrylic, wherein the comonomer content 
is up to about 99 mol%. In light of the disclosure of this broad range of comonomer utilized, it is 
clear that blocks A and B of Percec would have different amount of functional monomers as 
required in the present claims. 

Applicants argue that the combination of Pearlstine et al. or Kappele et al. with 
Matyjaszewski et al. '937 is deficient given that neither Pearlstine et al. or Kappele et al. favors 
pigment or provides clear teaching of pigment polymer dispersion. 

However, it is noted that Pearlstine et al. disclose that the use of pigment is preferred 
(col.3, lines 4-5) and also discloses pigment dispersion (col.3, line 39-col.4, line 17 and col.9, 
lines 47-65). Further, Kappele et al. disclose the use of pigment dispersion (col.9, lines 1-36). 

While Pearlstine et al. and Kappele et al. each disclose pigment dispersion comprising 
block copolymer and pigment, there is no disclosure of specific block copolymer as presently 
claimed which is why each of Pearlstine et al. and Kappele et al. is used in combination with 
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Matyjaszewski et al. '937 which discloses the use of block copolymer as presently claimed 
wherein the block copolymer is suitable for use in inks. 

Applicants argue that there is no teaching in Matyjaszewski et al. '937 of block 
copolymers wherein the different in polarity is obtained by copolymerizing polymer blocks A 
and B with different amounts of functional monomer. 

However, it is noted that Matyjaszewski et al. '937 disclose block copolymer prepared 
from monomers M* and which can each be (meth)acrylic acid, (meth)acrylates, acrylonitrile, 
etc. Thus, the two blocks obtained from these monomers will clearly possess different amounts 
of functional groups given that one monomers contains little if any functional groups, i.e. 
(meth)acrylate, while the other monomers necessarily possess certain amount of functional 
monomers, i.e. meth(acrylic). Although there is no explicit disclosure of the amount of 
functional monomers in each block, given that the functional groups disclosed by Matyjaszewski 
et al. '937, i.e. carboxyl groups, would effect the properties of the polymer such as water- 
solubility, it therefore would have been obvious to one of ordinary skill in the art to choose 
amounts of functional monomers present, including those presently claimed, in order to control 
the properties of the polymer, and thereby arrive at the claimed invention. 

Applicants argue that there is no motivation to combine Spinelli with Matyjaszewski et 
al. '060 given that there is no disclosure of block copolymer that functions as dispersant as 
presently claimed. ' 

However, firstly it is noted that there is no requirement in present claim 1 regarding 
dispersant or pigment dispersion. Claim 1 only requires process for making a composition 
comprising block copolymer and pigment. 
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Secondly, it is noted that Spinelli discloses process for preparing composition comprising 
adding block copolymer dispersant to pigment particles to form pigment dispersion and then 
adding pigment dispersion to additional ink ingredients. However, there is no disclosure in 
Spinelli of block copolymer as presently claimed which is why Spinelli is used in combination 
with Matyjaszewski et al. '060 which discloses copolymer as presently claimed. . 

While there is no disclosure in Matyjaszewski et al. '060 that the block copolymer 
functions as a dispersant given that Matyjaszewski et al. '060 disclose nonionic block 
copolymer, i.e. obtained from hydrophilic monomer such as hydrdxyethyl methacrylate and 
hydrophobic monomer, and given that Spinelli discloses the use of nonionic block copolymer 
dispersant, it is clear that the block copolymer of Matyjaszewski et al. '060 would inherently 
function as dispersant. 

Applicants also argue that there is no disclosure in Spinelli or Matyjaszewski et al. '060 
of block copolymers wherein the different in polarity is obtained by copolymerizing polymer 
blocks A and B with different amounts of functional monomer. 

However, it is noted that Matyjaszewski et al. '060 disclose block copolymer prepared 
from hydrophilic monomer such as hydroxyethyl acrylate or dimethylaminoethyl methacrylate 
and hydrophobic monomer such as butyl acrylate, etc. Thus, the two blocks obtained from these 
monomers will clearly possess different amounts of functional groups given that one monomers 
contains little if any functional groups, i.e. butyl acrylate, while the other monomers necessarily 
possess certain amoimt of functional monomers, i.e. hydroxyethyl acrylate or 
dimethylaminoethyl methacrylate. Although there is no explicit disclosure of the amount of 
functional monomers in each block, given that the functional groups disclosed by Matyjaszewski 
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et al. '060, i.e. hydroxyl groups or amino groups, would effect the properties of the polymer such 
as water-solubility, it therefore would have been obvious to one of ordinary skill in the art to 
choose amounts of functional monomers present, including those presently claimed, in order to 
control the properties of the polymer. 

Applicants also argue that the combination of Spinelli with Matyjaszewski et al. '060 
does not disclose the preparation of pigment dispersion wherein no organic solvents.are present. 
Applicants argue that such composition is one of the advantages of the present invention. 

However, in light of the open language of the present claims, i.e. "comprising", it is clear 
that the composition or pigment dispersion is open to the inclusion of additional ingredients 
including solvent. 

1 1 . Any inquiry concerning this communication or earlier conmiunications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Altemate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be rieached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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